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Period for" RepiT^ °' *"* communication a PP° ars °" cover sheet with the correspondence address - 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM 
THE MAILING DATE OF THIS COMMUNICATION ( ) 

earned patentterm adjustment. See 37 CFR 1.704(b). communication, even if timely filed, may reduce any 

Status 

1)13 Responsive to communication(s) filed on 18 October 2004 
2a)D This action is FINAL. 2b)S This action is non-final. 

3)Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
Disposition of Claims 

4M Claim(s) 1.5.8.9.12.13 and 17-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5)D Claim(s) is/are allowed. 

6M Claim(s) 1.5.8.9.12.13 and 17-19 is/am rojortoH 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f) 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTTON 



Continued Examination Under 37 CFR hi 14 

1 • A request for continued examination under 37 CFR 1 . 1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/18/04 has been entered. 

2. All outstanding rejections are overcome by applicants' amendment filed 10/1 8/04. 

Claim Rejections - 35 USC 6112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

specification shall conclude with one or more claims particularly point.ng out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1, 5, 8-9, 12-13, and 17-19 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites that the pH modifier is "adapted to maintain a pH on the printable porous 
substrate between 8.8 and 9. 1 while the thickening additive is "adapted to provide a viscosity 
ranging from about 50 cPs to about 1000 cPs". The scope of the claim is confusing because it is 
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not clear what is meant by "adapted" or how the pH modifier and thickening must be adapted to 
maintain the pH and provide viscosity as presently claimed. Clarification is requested. 

Claim Rejections - 35 I JSC §101 

5. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Sttn^/ol^H- 11 ?^ 0 f b i ain fl th0Ugh ±e invention 18 not identica »y discl <*ed or described as set forth in 
vlZLl u S I ' 5 dlffe u renCeS between the sub J ect matter s 01 ^ t0 ^ patented and the prior art are 
such that flae subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by &e 
manner in which the invention was made. cgiuvcu uy me 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. Jn considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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7. Claims 1, 5, 9, 12-13, and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Botros (U.S. 6,280,512) in view of Moffatt et al. (U.S. 6,323,257). 

Attention is drawn to example 7 of Botros that discloses ink comprising 3% 
dimethylaminoethanol (DMAE), 1.6% ethoxylated polyethyleneimine (EPI), 0.6% ammonium 
sulfate, 0.05% surfactant, and 0. 1% biocide. Example 6 discloses ink identical to that of example 
7 with the exception that the ink comprises 0.4% ammonium sulfate and 2% 
dimethylaminoethanol. Further, col.2, lines 34-36 of Botros disclose that the ink further contains 
lower aliphatic alcohol. 

The difference between Botros and the present claimed invention is the requirement in 
the claims of thickener. 

Moffatt et al., which is drawn to ink jet ink, disclose the use of up to 3% guar gum in 
order to improve optical density and print quality of the ink (col. 17, lines 27-3 1 and 34). 

Given that Botros in combination with Moffatt et al. disclose ink identical to that 
presently claimed including identical type and amount of pH modifier and thickener, it is clear 
that the ink would intrinsically possess pH and viscosity as presently claimed. 

In light of the motivation for using guar gum, i.e. thickener, disclosed by Moffatt et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such thickener in Botros in order to produce ink with improved optical density and print quality, 
and thereby arrive at the claimed invention. 
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8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Botros in view of 
Moffatt et al. as applied to claims 1, 5, 9, 12-13, and 17-18 above, and further in view of 
Kashiwazaki et al. (U.S. 6,01 1,098). 

The difference between Botros in view of Moffatt et al. and the present claimed invention 
is the requirement in the claims of specific amount of surfactant. 

It is noted that Botros discloses the use of surfactant and that the examples of Botros 
disclose the use of 0.05% surfactant, which falls outside the amount presently claimed. However, 
on the one hand, these are but a few preferred embodiments of Botros. A fair reading of the 
reference as a whole discloses that there is no limitation with respect to the amount of surfactant. 
Further, it is well known that surfactants are used to control the surface tension of ink. It 
therefore would have been obvious to one of ordinary skill in the art to use surfactant in Botros 
in amounts, including that presently claimed, in order to produce ink with suitable surface 
tension, and thereby arrive at the claimed invention. 

On the other hand, Kashiwazaki et al., which is drawn to ink jet inks, disclose the use of 
0.01-5% surfactant in order to produce ink with specific surface tension so that the ink possess 
good wetting properties and therefore print properly from printer (col.8, lines 29-47). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use 0.01-5% surfactant in Botros in order to produce ink with good wetting properties and 
thus good printing properties, and thereby arrive at the claimed invention. 
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9. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Botros in view of 
Moffatt et al. as applied to claims 1,5,9, 12-13, and 17-18 above, and further in view of Hayes 
(U.S. 4,150,997). 

The difference between Botros in view of Moffatt et al. and the present claimed invention 
is the requirement in the claims of fluorescent dye. 

Botros discloses the use of dyes, however, there is no disclosure of fluorescent dyes as 
presently claimed. 

Hayes, which is drawn to ink jet inks, disclose the use of fluorescent dyes in order to 
improve the contrast between the writing medium and the ink (col.2, lines 14-16). 

In light of the motivation for using fluorescent dye disclosed by Hayes as described 
above, it therefore would have been obvious to one of ordinary skill in the art to use fluorescent 
dye in the ink of Botros in order to improve the contrast between the writing medium and the 
ink, and thereby arrive at the claimed invention. 

10. NOTE: While there is no disclosure in Botros that the composition is "for application on 
an ink jet printable porous substrate prior to ink jet imaging the substrate for improving the 
waterfastness of the ink jet image" as presently claimed, applicants attention is drawn to MPEP 
21 1 1.02 which states that "if the body of a claim fully and intrinsically sets forth all the 
limitations of the claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed invention's 
limitations, then the preamble is not considered a limitation and is of no significance to claim 
construction". Further, MPEP 21 1 1.02 states that statements in the preamble reciting the 
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purpose or intended use of the claimed invention must be evaluated to determine whether the 
purpose or intended use results in a structural difference between the claimed invention and the 
prior art. Only if such structural difference exists, does the recitation serve to limit the claim. If 
the prior art structure is capable of performing the intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the intended use recited in the present 
claims does not result in a structural difference between the presently claimed invention and the 
prior art composition and further that the prior art composition, which is identical to that 
presently claimed, is capable of performing the recited purpose or intended use. 

Thus, while it is noted that there is no disclosure in Botros or Moffatt et al. that the ink is 
"for application on an ink jet printable porous substrate prior to ink jet imaging the substrate for 
improving the waterfastness of the ink jet image" given that the combination of Botros with 
Moffatt et al. disclose ink that is identical to coating composition presently claimed, i.e. contains 
same types and amounts of ingredients, including ethoxylated polyethyleneimine that is used to 
improve waterfastness, and absent evidence to the contrary, it is the examiner's position that 
Botros is a relevant reference against the present claims. 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Caflie E. Shosho 
Primary Examiner 
Art Unit 1714 
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12/6/04 



